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M chael Slavin of McHale & Slavin P. A, for Ccean D vers,
I nc.

Susan Leslie DuBois, Trademark Exam ning Attorney, Law
Ofice 101 (Jerry Price, Mnagi ng Attorney)

Bef ore Seehernman, Walters and Chaprman, Adm nistrative
Trademar k Judges.

Qpi ni on by Seeherman, Adm nistrative Tradenmark Judge:

Qcean Divers, Inc. has filed an application to
regi ster the mark shown bel ow for the foll ow ng services,
as anended: "arranging excursions for tourists in the field
of underwater diving" and "restaurant, bar, retail gift and

di ve shop services."?

! Application Serial No. 74/268,952, filed April 24, 1992 and
asserting first use on August 1, 1975 and first use in comerce
on August 1, 1976. Color is clained as part of the mark, as
follows: The hatching of the mark indicates the blue-gray colors
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In the first Ofice action the Exam ning Attorney required,
inter alia, that applicant enter a disclainer of "Ccean and
Divers," indicating that a properly worded disclai nmer
should read as follows: "No claimis nmade to the exclusive
right to use Ocean and Divers apart fromthe mark as
shown." Applicant responded to this requirenment as
follows: "Applicant agrees to a disclainmer of the words
"Ccean’ and 'Divers’ apart fromthe mark as shown." The
Exam ni ng Attorney apparently accepted this disclainer, and
examination continued with respect to other issues.? Those
I ssues were resol ved but subsequently, upon further

exam nati on, the Exam ning Attorney determ ned that

of a hammrerhead shark, the lining of the mark indicates the
orange-red colors of the sun

2 In particular, the Exanmining Attorney refused registration in
light of Registration No. 1,729,908. In attenpting to overcone
this refusal applicant first sought to subnmit a concurrent use
agreenent, followi ng which it brought a cancellation proceeding
agai nst the owner of the cited registration, and ultimtely asked
that a concurrent use agreenent be treated as a consent
agreenent. The Examining Attorney ultinmately w thdrew the
Section 2(d) refusal; we further note that Registration No.
1,729,908 was cancelled on May 11, 1999 for failure to file a
Section 8 affidavit.
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applicant submt a disclainmer of OCEAN DI VERS, rather than
the individual elements OCEAN and DIVERS. It is fromthis
requi renent that applicant has appeal ed.

Bot h applicant and the Exam ning Attorney have filed
briefs® an oral hearing was not requested.

As applicant has stated in its brief, it has
di scl aimed the word OCEAN and the word DI VERS, and it mnmkes
no clains to those words individually. Brief, p. 8.
However, it is well-established that disclainers of
i ndi vi dual conponents of conplete descriptive phrases are
I nproper. See In re Wanstrath, 7 USPQ2d 1412, 1413
(Commir. 1988) and cases cited therein. Thus, the only
I ssue before us is whether or not OCEAN DI VERS, as used in
applicant’s mark, constitutes a unitary phrase which nust
be disclaimed in its entirety.?

The Exam ning Attorney has subnmitted excerpts fromthe
NEXI S dat abase showi ng that the phrase "ocean divers" is
used to refer to people who do underwater diving in the

ocean. See, for exanple, the follow ng:

® Wthits brief applicant has subnmitted a pronotional brochure.

The Exami ning Attorney has not objected to this docunent, and we
have therefore treated it as of record.

“ W note that applicant nmentioned, in its brief, that it has
used the words COCEAN DI VERS "together to indicate a source of
services to the public since 1976...." Brief, p. 8. Applicant has

not, however, asserted that the phrase OCEAN DIVERS has acquired

distinctiveness, and that this portion of its mark is registrable
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Headline: Diving into a Prickly

Situation; In Search of Sea Urchi ns,
Ocean Divers Contend with Constant

Thr eat of Sharks

"Los Angeles Tines," January 11, 1995

Dr. TomMIlington, an east county
famly practitioner specializing in the
care of ocean divers, has seen an

I ncrease this year in an ail nent he

calls "diver's ear."

"Los Angeles Tines," April 15, 1993

Great Lakes divers face different

conditions from ocean divers.
"USA Today, " August 30, 1990

Further, applicant’s own pronotional

mat eri al s show

that applicant operates a dive resort under its mark. |Its

adverti senent in the Decenber 1991 i ssue of "Diver"

magazine touts "PADI 5 star dive facility...," "Open water
training dives ...," "Night dives ...," and "Dive the finest

wrecks...." Featured on the cover of its brochure is the

statement "Professional Dive Charter and Scuba Instruction

in the Florida Keys," and the brochure advertises that

"Ocean Divers is the Florida Keys' most
complete dive resort. Located on a
scenic deep-water canal just minutes
away from the magnificent coral reefs
and the dense, colorful fish

populations of the Key Largo National
Marine Sanctuary, Ocean Divers fleet of

custom dive boats assures maximum diver

comfort and convenience. All rental
dive gear and tanks are easily
accessible at dockside, and Ocean

pursuant to Section 2(f). Thus, the question of registrability

pursuant to Section 2(f) is not before us.
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Divers with its conpetitive everyday
| ow prices and two retail centers,

provi des a wi de sel ection of resort

wear, T-shirts, scuba and snorkel

equi pnrent, filmand video tape, and
under wat er phot ographi ¢ accessori es.
Ocean Divers can even offer unique
scuba and snorkel programs with trained

dolphins daily....

When the two words OCEAN and DIVERS, are combined in

applicant's mark and used in connection with the identified
services of, inter alia, arranging excursions for tourists
in the field of underwater diving and dive shop services,
it is clear that it is the entire phrase, OCEAN DIVERS,
which is merely descriptive of applicant's services, in
that this phrase directly conveys information about these
services, namely, that the services are for those who wish
to go diving in the ocean, or as the newspaper articles
refer to them, ocean divers.

Applicant argues that individual disclaimers can be

proper and acceptable for multi-word marks, citing

First

Savi ngs Bank F.S.B. v. First Bank SystemInc., 902 F.Supp.

1366 (D. Kan. 1995). That decision, which was reversed at

33 F.3d 1367, 40 USPQ2d 1865 (10 th Cir. 1996), did not

discuss the issue of the propriety of disclaimers of
individual words versus phrases. It simply mentioned, in
the course of a likelihood of confusion analysis, that one

of the parties had obtained a registration for the mark
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FI RST BANK SYSTEM and design with a disclainmer of the

i ndi vi dual words BANK and SYSTEM and that a second

regi stration issued for FIRST BANK SYSTEM per se 18 years
| ater.

Al t hough we have no quarrel wth the proposition that
in certain marks individual words may be separately
di scl ai med, we do not view the decision cited by applicant
as supporting such a result in this case. The Court never
di scussed the propriety of the disclainmer or indicated why
in certain marks individual elenents can be disclai ned
separately and in other marks el ements nust be disclai ned
as a phrase.

Deci sion: The requirenment for a disclainer of the
unitary phrase OCEAN DI VERS is affirmed. However, if
applicant submits the required disclaimer within thirty
days of the mailing of this decision, the refusal wll be

set aside. See Trademark Rule 2.142(g).

E. J. Seeher nan

C. E wilters

B. A Chapman
Adm ni strative Tradenmark Judges
Trademark Trial and Appeal Board



